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REMARKS 

Remarks Regarding Election 

In the Office Action, restriction is alleged to be required, under 35 U.S.C. § 121, to one of 
the following groups of claims: 

Group I: Claims 1-20, drawn to a method for detection of prostate cancer in a patient 
comprising RT-PCR, and synthesizing DNA with a set of PSA-specific primers (class 
435, subclass 91.2); 

Group II: Claims 21-33, drawn to a kit for the detection of early-stage prostate cancer 
(class 536, subclass 24.3); and 

Group III: Claims 34-37, drawn to a method for determining the molecular profile of a 
prostate cell comprising RT-PCR, and synthesizing DNA for a cancer determining gene 
(class 435, subclass 91.51). 

As recited under M.P.E.P. 803, restriction is appropriate only when the groups can be 
shown to be distinct and there would be a "serious burden" placed on the Examiner to examine 
more than one group of claims. No such serious burden has been established and applicant 
respectfully requests that this restriction be withdrawn. 

All of the claim groups relate to methods and kits for analyzing PSA expression. 
Accordingly, it would appear that a search of one group would necessarily include a search of all 
other groups. An increased searching burden is not apparent. The examiner's comments in the 
Office Action add nothing to support an increased searching burden, but merely recite statements 
from the Manual of Patent Examining Procedure ("MPEP"). Merely reciting text from the 
MPEP does not meet the burden of establishing a prima facie case for restriction. 

In addition, the claims of Groups I and III are in the same class, namely class 435, and in 
two very closely related subclasses, subclasses 91 .2 and 91 .5 1 . By definition there would seem 
to be little or no increased searching burden and, thus, a restriction cannot stand for at least two 
groups. 

A restriction requirement is imposed "only" when it would be a serious burden on the 
examiner to examine all of the claims at once. No serious searching burden has been established 
and, thus, the burden to impose the restriction has not been met and remains with the PTO. 
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Withdrawal of the restriction and examination of all claim groups is respecttuUy requested. If the 
entire restriction is not withdrawn, in the alternative, Applicant respectfully requests that the 
restriction be withdrawn with regard to Groups I and II, and that all of the claims in these groups be 
examined together. 

Remarks Regarding Species Election 

In the Office Action, a species restriction is alleged to be required to one of the following 
species: 

A. PSA (claims 14, 16, 17 and 20); 

B. PSGR (claim 19); 

C. DD3 (claim 19); 

D. PCGEMl (claim 19); 

E. p53 (claim 19); 

F. bcl-2 (claim 19); 

G. Hk2 (claim 19); and 

H. PSMA (claim 19). 

Applicant provisionally elects the species A. PSA. 

As before, a species restriction is appropriate only when the groups can be shown to be 
distinct and there would be a "serious burden" placed on the Examiner to examine more than 
one group of claims. No such serious burden has been established and applicant respectfully 
requests that this restriction be withdrawn. 

All of the species relate to known sequences that are useful in the claimed invention and, 
thus, it would appear that a search of one species would necessarily include a search of all other 
species. As an increased searching burden is not apparent. Applicant respectfully requests that 
the species restriction be withdrawn. 

Remarks Regarding Generic Claims 

The Examiner asserts that claims 1-13, 15 and 18 are generic. Applicant respectfully 
disagrees and notes that claims 1-20 are all generic to the elected species. The species restriction 
was not imposed on the primer sequences, but on the listed genes. Claims to the primer sequences 
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are necessarily not limited to the genes, and thus, all claims are therefore necessarily generic. 
AppUcant respecttuUy requests that, should the species restriction not be withdrawn and the species 
found to be allowable, AppUcant respectfiiUy requests that the remaining species be examined in 
this application. 

Conclusion 

The application is in condition for examination and the prompt issuance of an Office 
Action is respectfully requested. If there are any additional fees due with the filing of this 
Response, including any fees for an extension of time, applicant respectfully requests that 
extension and also requests that any and all fees due be charged to Deposit Account No. 14-1437 
referencing Attorney Docket No. 8124.003.US. 



Date: August 28, 2006 
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